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DETAILED ACTION 
Drawings 

1 . The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they do not include the following reference sign(s) mentioned in the 
description: The IC chip IF 28-2 described in [0054] is not labeled in Fig. 3. Fig. 3 has a 
label (28-3) which is not described in the specification. First printing program 5 in [0078] 
is not shown in Fig. 7. Corrected drawing sheets in compliance with 37 CFR 1.121(d) 
are required in reply to the Office action to avoid abandonment of the application. Any 
amended replacement drawing sheet should include all of the figures appearing on the 
immediate prior version of the sheet, even if only one figure is being amended. Each 
drawing sheet submitted after the filing date of an application must be labeled in the top 
margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If 
the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 

Specification 

2. The disclosure, referencing from the application publication # US 20040046985 
A1, is objected to because of the following informalities: the memory circuit 322 in Fig. 5 
is described as memory circuit 324 in [0071], The reception circuit 286 in Fig. 6 is 
described as the reception circuit 296 in [0082]. The paper tray described in [0098] is 
not shown in Fig. 2 as described, but in Fig. 3. Appropriate correction is required. 
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Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claim 9 and 10 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claim 9 as recited is not patent eligible. See MPEP 2106.01 (I). Specifically, "A 
program making a computer execute a process" does not fall within a statutory category 
of a machine, an article of manufacture, a composition of matter, or a process because 
it is not clear whether a " program" as recited is for causing the computer to execute it 
as claimed. It could very well imply manual operation of turning on a computer to 
perform a process. Also it has to be recited as being embedded in a computer readable 
medium. The claim could be remedied by reciting " a computer (software) program 
encoded in a computer-readable medium when executed by the computer comprising: 
outputting a first parameter indicating at least one of a way to form an image, which is 
displayed on a image display member, and a formation history of the displayed image to 
an external by the image display member; reading the displayed image from the image 
display member; reading the output first parameter; and forming the read image on the 
basis of the read first parameter on a recording medium. " 

In claim 10, "the program" also falls under non-statutory subject matter because 
of the same reasoning as claim 9. (See claim 9) 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claim 1-10 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Teraura (Pub US 20020170973). 

With regards to claim 1, Teraura discloses an image forming system (copy 
machine with a facsimile function in FIG. 2) comprising: an image display member on 
which an image is displayed (Printing paper 13 of FIG. 3); and an image forming 
apparatus (FIG. 2), wherein: the image display member includes: a first parameter 
storage unit stores a first parameter indicating a way to form the displayed image and a 
formation history of the displayed image and outputs the stored first parameter to an 
external (control programs and various data are stored in the ROM 23 memory circuit in 
FIG. 3A [0076] of the RFID tag 14); and the image forming apparatus includes: an 
image reading unit for reading the displayed image (a scanner 6 of FIG. 2 reads an 
image on the sheet of document paper [0068] and [0069]); a parameter reading unit for 
reading the output first parameter (the control circuit 29 in FIG. 5 controls the first 
reader-writer 15 to read the data in the RFID tag 14 [0087]); and an image forming unit 
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for forming the read image on the basis of the read first parameter on a recording 
medium (printing unit 1 1 in FIG. 5 prints image as determined by the control circuit 29 
on a printing paper with RFID tag [0082]). 

With regards to claim 2, which further limits claim 1 , wherein: the recording 
medium includes a second parameter storage unit for storing the first parameter written 
from the external and outputting the stored first parameter to the external (the control 
circuit 29 controls the third reader-writer 1 5 to store data in the RFID tag 14 to print it on 
printing paper with RFID tag [0087]); and the image forming apparatus includes a 
parameter writing unit for writing one of the read first parameter and a second 
parameter containing a history updated in response to the image formation on the 
recording medium into the second parameter storage unit (the third reader-writer stores 
the data read from the RFID tag 14 on the sheet of document paper 61 and the stored 
(inputted) data in the RFID tag 14 of the sheet of the printing paper 13 [0092]). 

With regards to claim 3, Teraura discloses an image forming apparatus copy 
machine with a facsimile function in FIG. 2) comprising: an image reading unit for 
reading an image displayed on an image display member (a scanner 6 of FIG. 2 reads 
an image on the sheet of document paper [0068] and [0069]); a parameter reading unit 
for reading a first parameter indicating at least one of a way to form the displayed image 
and a formation history of the displayed image from the image display member (the 
control circuit 29 in FIG. 5 controls the first reader-writer 15 to read the data in the RFID 
tag 14, formation history in this case includes input or permission data [0087]and 
[0088]); and an image forming unit for forming the read image on the basis of the read 
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first parameter on a recording medium (printing unit 11 in FIG. 5 prints image as 
determined by the control circuit 29 on a printing paper with RFID tag [0082]). 

With regards to claim 4, which further limits claim 3, comprising: a parameter 
writing unit for writing one of the read first parameter and a second parameter 
containing a history updated in response to the image formation on the recording 
medium into a storage unit of the recording medium (the second 16 and third reader- 
writers 17 record RFID data [0071], RFID data includes printing parameter and 
formation history in this case includes input or permission data [0087]and [0088]). 

With regards to claim 5, which further limits claim 4, wherein the first parameter 
includes information indicating a mode for forming the displayed image on the recording 
medium, a size of the formed image, and number of the image formation (the first 
parameter information mentioned in this claim are just data that can be sent any 
external apparatus such as PC 39 in FIG. 5. Teraura teaches some of the data that can 
be incorporated; the inputted identification data is recorded in the RFID tag of the sheet 
of printing paper in the copying mode, and the RFID data from the sheet of document 
paper 61 is recorded in the RFID tag of the sheet of the printing paper [0121], the 
control circuit 29 selects the paper tray 7 containing sheets of the printing paper 13 
having the selected size with the RFID tags 14 and feeds a sheet of the printing paper 
13 to the printing paper feeding path 9 from the selected paper tray 7 [0083]. Although, 
Teraura does not state number of the image formation, it will be known to one skilled in 
the art to supply the number of image formation as a printing parameter). 
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With regards to claim 6, which further limits claim 4, wherein the history 
contained in the second parameter includes at least a size change of the image formed 
on the recording medium (the digital data that can be stored on the sheet of the printing 
paper 13 with the RFID tag can be any information that can include a size change of the 
formed image. Teraura teaches some of the data that can be incorporated in [0111]). 

With regards to claim 7, a method (the apparatus as claimed in claim 1 
inherently implies the method as claimed) for forming an image, which is displayed on 
an image display member, on a recording medium, the method comprising: outputting a 
first parameter indicating at least one of a way to form the displayed image and a 
formation history of the displayed image to an external by the image display member; 
reading the displayed image from the image display member; reading the output first 
parameter; and forming the read image on the basis of the read first parameter on a 
recording medium. 

With regards to claim 8, the method according to claim 7 (the apparatus as 
claimed in claim 2 inherently implies the method as claimed), further comprising: storing 
a parameter written from the external and outputting the stored parameter to the 
external by the recording medium; and writing one of the read first parameter and a 
second parameter containing a history updated in response to the image formation on 
the recording medium into the recording medium. 

With regards to claim 9, a program making a computer execute a process 
comprising: outputting a first parameter indicating at least one of a way to form an 
image, which is displayed on a image display member, and a formation history of the 
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displayed image to an external by the image display member; reading the displayed 
image from the image display member; reading the output first parameter; and forming 
the read image on the basis of the read first parameter on a recording medium (claim 9 
is nothing more than a computer program performing the operation the steps of claim 7 
using the apparatus of claim 1 . Using a computer program to perform these kinds of 
tasks is well known in the art. The PC 39 in FIG. 5 can be programmed to perform these 
tasks). 

With regards to claim 10, the. program according to claim 9, wherein the process 
further comprises: storing a parameter written from the external and outputting the 
stored parameter to the external by the recording medium; and writing one of the read 
first parameter and a second parameter containing a history updated in response to the 
image formation on the recording medium into the recording medium (the same 
rationale as claim 9). 

Conclusion 

7. Kanazawa et al. (US 20020051 161) teaches an image forming apparatus, an 

image forming system, and a sheet feeding source designation control method, which 
are capable of preventing a user from failing to carry out proper settings to thereby 
avoid printing using an undesired sheet cassette. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
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organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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